Remarks 



This is in response to the Office Action dated August 18, 2007. 

The trademarks in paragraph 3 of the specification have been capitalized In 
response to the requirement by the examiner. Note that Steri-Cath® is a registered trade 
mark of the assignee of the instant application, and Trach-Care® is a registered trade mark 
of Kimberly-Clark. 

Claims 1-18 were objected to for using the terms "the" and "said" without antecedent 

basis. 

It is respectfully that the use of the terms "the" and "said" in the pending claims do 
have proper antecedent basis. The examiner's attention is respectfully directed to MPEP 
2173.05(e). The pending claims at issue do contain reference to earlier recitation of the 
limitation and that it is clear what element was referenced - this is evidenced by the 
examiner's ready recognition of which earlier term "said passage" refers to in his example 
for claim 1 . The examiner may well have it backwards in that the specific sample given in 
the MPEP 2173.05(e) section illustrates that a claim which refers to "said aluminum lever", 
but recites only "a lever" earlier, is indefinite. For the pending claims, as the recitations are 
the reverse to the example given in that "a fluid passage" was recited before "said 
passage", the claims by implication are definite. Moreover, the scope of the claims would 
be reasonably ascertained by those skilled in the art. The antecedent basis objection by 
the examiner is therefore believed to be without merit. 

The typo in claim 15 has been corrected. 

The examiner next rejects dependent claims 2-11,14 and 1 6-1 7 as being indefinite 
under 35 U.S.C. 112, second paragraph, asserting that the heading of those claims should 
be "the valve" instead of "a valve". "A valve" has been amended to "Valve" in claims 2-1 1 
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and 14, and "An assembly" has been amended to "Assembly" in claims 16-17. It is well 
established in claim drafting that since each claim - independent and dependent - stands 
on its own, it may not be accurate to say that a valve that has the features recited in an 
earlier claim necessarily is "the valve" of the earlier claim. Rather, the opposite may be 
more accurate in that the valve of the dependent claim is "a valve" that has incorporated 
therein the features of the valve recited in the claim it depends from. As a compromise, 
the article "a" has been removed from the dependent claims. 

Claims 1-18 stand rejected under 35 USC 1 03(a) over Russo (US 5,775,325) in view 
of Lund (US 5,598,840). To support his combining Lund with Russo, the examiner asserts 
the " reasonable expectation of obtaining a valve that can readily be opened, and remain 
open, without having to maintain constant manual contact with the valve assembly." at 3 rd 
paragraph on page 5 of Office Action. 

Russo (US5775325) describes a suction catheter assembly having an isolating 
valve that is held open manually while the user squeezes in the upper and lower buttons. 
The present invention is an improvement on this arrangement, the improvement being 
achieved by the addition of a sliding collar or the like on the outside to hold the valve open. 
This modification overcomes a number of problems with the assembly described by Russo. 
First, there is the obvious problem that the user has to hold the valve open manually 
continuously while suctioning. Thus, the "reasonable expectation", in fact the essential 
expectation, must be that the Russo seal will automatically return to its closed position 
when released. Russo therefore teaches against what the examiner suggests. The fact 
that the Russo assembly has to be held open continuously means that this is tiring during 
a prolonged procedure and, more importantly, that one hand of the clinician is occupied 
just holding the valve open, thereby making manipulation of the suction catheter much 
more awkward. Second, the temptation in an arrangement of the kind described by Russo 
would be to release the valve once the suction catheter had been advanced, so that the 
user could have both hands free. If this were done, however, the valve would close about 
the outside of the catheter. The catheter might still remain open but the prolonged pressure 
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could cause a dent to be formed in its external surface. This might impede smooth 
passage of the catheter through the wiping seal at the rear end of the washing chamber 
and provide a potential site for buckling of the catheter. A further problem is that the valve 
might not be fully opened when squeezed manually and might drag on the outside of the 
catheter. This could cause secretions to be wiped off the catheter on the patient side of the 
valve, where they could enter the airway and increase risk of infection. The arrangement 
of the present invention avoids these problems in an elegantly simple manner. 

Lund (US5598840) describes a closed system suction catheter having a barrier 1 55 
through which a catheter can be advanced. Lund does not describe any means for manual 
opening this barrier, instead the Lund arrangement relies on the force exerted by the 
catheter to open the barrier. This is clearly very different from the arrangement of the 
present invention. Lund does show a slide ring 450, as the Examiner mentions, but this is 
not for holding open a normally-closed opening (as in the present invention) but instead 
for closing a normally-open sleeve. This is used by Lund in a valve for controlling the 
application of vacuum rather than for opening a deformable member through which a 
catheter is extended. 

Claim 15 has been slightly amended to specify that the suction catheter is 
advanceable and retractable through the passage in the deformable member. Amended 
claim 15, and its dependent claims 16-17, would be further removed from Lund because 
the Lund valve on which the sliding ring is used does not have any catheter or the like 
advanced through it - it is purely a vacuum control valve. 

In light of the foregoing, applicant respectfully submits that the instant invention is 
patentably distinguishable over the prior art. The Examiner is therefore respectfully 
requested to reconsider the application and pass the same to issue at an early date. 
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Respectfully submitted, 




Louis Woo, Reg. No. 31,730 
Law Offices of Louis Woo 
717 North Fayette Street 
. , Alexandria, Virginia 22314 

Date: K) <Tv jj> ,"2^8 Phone: (703) 299-4090 
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